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1 . Claims 1 -24 are presented for examination. Claims 22-24 have been added. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
• be found in a prior Office action. 

Response to Arguments 

3. Applicants' arguments filed on 05/1 0/05 have been fully considered but they are 
not persuasive. 

4. As per remarks, Applicants' argued that (1) Tobita does not disclose receiving in 
a transcoding gateway from a sender an email display capability request. 

5. As to point (1 ), Tobita teaches receiving a transcoding gateway from a sender an 
email display capability request (Paragraphs [001 1] "...means for transmitting an image 
disclosure to the contents server... and an image controller for displaying the 
downloaded image to the display", [0012] "The gateway server includes a user identifier 
table... means for receiving an image discloser request from a mobile phone, retrieving 
a user identifier...", [0013], [0020] "...image discloser system... a plurality of mobile 
phones connected to the mobile communication network; a gateway server connected 
to the plurality of mobile phones... a contents server connected to the gateway 
server..."). 
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6. As per remarks, Applicants' argued that (2) Tobita does not disclose finding at 
least one email display capability record for the domain. 

7. As to point (2), Tobita teaches finding at least one email display capability record 
for the domain (Abstract "...electronic mail that notifies an image destination of an 
image in storage ... electronic mail is transmitted... an image disclosure request is 
received... the record in which the storage destination of a disclosure required image is 
described and retrieved...", Paragraphs [0011] "...means for transmitting an imaged 
disclosure to the contents server... downloading the image; and an image controller for 
displaying the downloaded image to the display", [0012]). 

8. As per remarks, Applicants' argued that (3) Tobita does disclose sending at least 
one of the email display capability attributes to the sender. 

9. As to point (3), Tobita teaches sending at least one of the email capability 
attributes to the sender (Abstract "...electronic mail that notifies an image destination of 
an image in storage ... electronic mail is transmitted... an image disclosure request is 
received... the record in which the storage destination of a disclosure required image is 
described and retrieved...", Paragraphs [0011] "...means for transmitting an imaged 
disclosure to the contents server... downloading the image; and an image controller for 
displaying the downloaded image to the display", [0012-0013], [0020] "...image 
discloser system... a plurality of mobile phones connected to the mobile communication 
network; a gateway server connected to the plurality of mobile phones... a contents 
server connected to the gateway server..."). 
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10. As per remarks, Applicants' argued that (4) Tobita does not disclose a recording 
medium upon which is recorded means for carrying out the method elements as 
claimed in the present invention. 

11. As to point (4), Tobita teaches a recording medium upon which is recorded 
means for carrying out the method elements as claimed in the present invention 
(Paragraphs [0096-0098] "...hard disk stores a user identifier list table..."). 

12. As per remarks, Applicants' argued that (5) there is no suggestion or motivation 
to combine Tobita and Furukawa and the Examiner has impermissibly used "hindsight" 
occasioned by Applicant's own teaching to reject the claims. 

1 3. In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Claim Rejections - 35 USC § 102 

14. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1 999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

15. Claims 1-3, 8-10 and 15-17 are rejected under 35 U.S.C. 102(e) as being 
anticipated over Tobita et al. (hereinafter Tobita), US 2002/0009987. 

16. As per claim 1 , Tobita teaches a method of email administration comprising the 
steps of: 

receiving in a transcoding gateway from a sender ah email display capability 
request, wherein the request comprises a domain identification (Paragraphs [001 1- 
0013] and [0020]); 

finding at least one email display capability record, wherein the email display 
capability record comprises display capability attributes describing an email display 
capability for the domain (Paragraphs [001 1-0012]); and 

sending at least one of the email display capability attributes to the sender 
(Paragraphs [0011], [0013] and [0020]). 
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17. As per claim 2, Tobita teaches the method of claim 1 wherein the email display 
capability request includes a sender identification identifying the sender, and the 
method further comprises determining, in dependence upon the sender identification, 
that the sender is authorized to send email to a connection address in the domain 
(Paragraphs [0012], [0014], [0017-0018] and [0020]). 

1 8. As per claim 3, Tobita teaches the method of claim 2 wherein determining that 
the sender is authorized to send email to a connection address in the domain further 
comprises finding, in dependence upon the sender identification and in dependence 
upon the domain identification, at least one sender authorization record (Paragraphs 
[001 2], [001 4], [001 7-001 8] and [0020]), wherein: 

the sender authorization record represents authorization for the sender to send 
email to a connection address in the domain (Paragraphs 0012], [0014], [0017-0018], 
[0020] and [0030]); 

the sender authorization record comprises sender authorization attributes 
including a connection address in the domain (Paragraphs [0137-0138]); and 

finding at least one email display capability record for the domain further 
comprises finding, in dependence upon the domain identification and in dependence 
upon the connection address, at least on email display capability record for the domain 
(Paragraphs [0011-0014], [0017-0018] and [0020]). 

19. Claims 8-10 do not teach or define any new limitations above claims 1-3 and 
therefore are rejected for similar reasons. 
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20. As per claim 15, Tobita teaches a computer program product of email 
administration comprising: 

a recording medium (Paragraphs [0096-0098]); 

means, recorded on the recording medium, for receiving in a transcoding 
gateway from a sender an email display capability request for a domain, wherein the 
capability request comprises a domain identification (Paragraphs [001 1 -001 3], [0020] 
and [0096-0097]); 

means, recorded on the recording medium, for finding, in dependence upon the 
domain identification, at least one email display capability record for the domain, 
wherein the email display capability record for the domain comprises display capability 
attributes describing an email display capability for the domain (Paragraphs [001 1- 
0012], [0020] and [0096-0097]); and 

means, recorded on the recording medium, for sending at least one of the email 
display capability attributes to the sender (Paragraphs [001 1], [0013], [0020] and [0096- 
0097]). 

21 . Claims 16-17 do not teach or define any new limitations above claims 2-3 and 
therefore are rejected for similar reasons. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

22. Claims 4-7, 11-14 and 18-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tobita et al. (hereinafter Tobita), US 2002/0009987, in view of 
Furukawa et al. (hereinafter Furukawa), US 2002/0009073. 

23. As per claim 4, Tobita teaches the method of claim 1 further comprising the steps 
of: 

receiving an email in a transcoding gateway, the email comprising an email 
address (Paragraphs [001 1-001 3], [0020] and [0030]); 

determining, in dependence upon display capability attributes and the email 
address, transcoded in the transcoding gateway (Paragraphs [001 1-0013] and [0020]); 

forwarding the email to the email address, if the determination is not to be 
transcoded in the transcoding gateway (Paragraphs [0020], [0034] and [0127]; Pages 
10-11, claim 5); and 

if the determination is that the object is to be transcoded in the transcoding 
gateway, carrying out the further steps of: 

transcoding the object into a transcoded object (Paragraphs [0012], [0022] 
and [0042]); and 

downloading the transcoded object to a destination client device 
(Paragraphs [001 1] and [0047]). 

24. Tobita does not teach the method comprising the email message comprising at 
least one digital object. 
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25. Furukawa teaches the method comprising the email message comprising at least 
one digital object (Paragraphs [0051] and [0057]). 

26. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings of Furukawa and Tobita because they both deal with 
transferring data over a network involving a communication connection. Furthermore, 
the teaching of Furukawa to allow the method comprising the email message 
comprising at least one digital object would improve functionality of Tobita's system by 
allowing for digital data to also be transferred between terminals, which increases the 
system's versatility in dealing with transmission of data. 

27. As per claim 5, Tobita teaches the method of claim 4 wherein: 

transcoding the object further comprises transcoding the object into a file having 
a file name (Paragraphs [0012], [0022], [0042] [0083] and [0086]); and 

downloading the transcoded object further comprise downloading the file into a 
destination client device at an internet address recorded in an internet address field of a 
client device record (Paragraphs [001 1] and [0047]), the client device record having: 

recorded in a mailbox address field in the client device record, a mailbox address 
identical to the email address of the email message (Paragraphs [0085-0089]). 

28. Tobita does not teach the method of claim 4 wherein: 
the object is a digital object; 

recorded in a digital file format code filed of the client device record, a digital file 
format code indicating that the client device represented by the client device record is 
capable of receiving the digital format of the digital file. 
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29. Furukawa teaches the method wherein: 

the object is a digital object (Paragraphs [0051] and [0057]); 

recorded in a digital file format code filed of the client device record, a digital file 
format code indicating that the client device represented by the client device record is 
capable of receiving the digital format of the digital file (Paragraphs [0022], [0051], 
[0057], [0507] and [0794]). 

30. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings of Furukawa and Tobita because they both deal with 
transferring data over a network involving a communication connection. Furthermore, 
the teaching of Furukawa to allow wherein the object is a digital object and recorded in 
a digital file format code filed of the client device record, a digital file format code 
indicating that the client device represented by the client device record is capable of 
receiving the digital format of the digital file would improve functionality of Tobita's 
system by allowing for digital data to also be transferred between terminals, which 
increases the system's versatility in dealing with transmission of data. 

31 . As per claim 6, Tobita teaches the method of claim 4 wherein determining, in 
dependence upon display attributes and the email address, whether the object is to be 
transcoded in the transcoding gateway, further comprises finding a capability record 
having an address equal to the email address (Paragraphs [0011-0013], [0030] and 
[0085-0089]). 

32. Tobita does not teach the method of claim 4 wherein: 
the object is a digital object; 
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a record having a connection address. 

33. Furukawa teaches the method of claim 4 wherein: 

the object is a digital object (Paragraphs [0051] and [0057]); 
a record having a connection address (Paragraph [1039]). 

34. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings of Furukawa and Tobita because they both deal with 
transferring data over a network involving a communication connection. Furthermore, 
the teaching of Furukawa to allow wherein the object is a digital object and 

a record having a connection address would improve functionality of Tobita's system by 
allowing for digital data to also be transferred between terminals and to notify/record 
transmission of said data for future reference/transmission/communication. 

35. As per claim 7, Tobita teaches the method of claim 4 wherein forwarding the 
email further comprises forwarding the email to an email client (Paragraphs [0034] and 
[0127]; Pages 10-11, claim 5). 

36. Tobita does not teach the method of claim 4, wherein forwarding includes the 
digital object to another gateway in a client device. 

37. Furukawa teaches the method of claim 4, wherein forwarding includes the digital 
object to another gateway in a client device (Paragraphs [0051 ], [0057] and [1 1 1 7]). 

38. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings of Furukawa and Tobita because they both deal with 
transferring data over a network involving a communication connection. Furthermore, 
the teaching of Furukawa to allow wherein forwarding includes the digital object to 
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another gateway in a client device would improve functionality of Tobita's system by 
allowing for digital data to also be transferred between terminals and through additional 
clients/users. 

39. Claims 1 1 -1 4 do not teach or define any new limitations above claims 4-7 and 
therefore are rejected for similar reasons. 

40. Claims 1 8-21 do not teach or define any new limitations above claims 4-7 and 
therefore are rejected for similar reasons. 

41 . Claim 22 does not teach or define any new limitations above claims 1 and 4 and 
there fore is rejected for similar reasons. 

42. Claim 23 does not teach or define any new limitations above claim 5 and there 
fore is rejected for similar reasons. 

43. Claim 24 does not teach or define any new limitations above claim 6 and there 
fore is rejected for similar reasons. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas Martin whose telephone number is (571 ) 272- 
3970. The examiner can normally be reached on Monday - Friday 8:30 a.m. - 5:30 
p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John A. Follansbee can be reached on (571) 272-3964. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-3970. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 



Conclusion 



Nicholas Martin 
July 27, 2005 




